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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
5 application is eligible for continued examination under 37 CFR 1114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 14, 2005 has been entered. 



1 0 Amendment 

In response to the Office Action dated July 28, 2005, claims 1 , 4, 5, and 12 have 
been amended. Claims 2, 3, and 11 have been cancelled. 



Response to Arguments 

15 Applicant's arguments filed November 14, 2005 have been fully considered but 

they are not persuasive. 

Regarding claim 1 , Applicant submits that this independent claim has been 
amended to incorporate the features of previously allowed claim 6, and therefore, claim 
1 and all claims dependent therefrom are allowable (Remarks, p. 7-9). The Examiner 
20 respectfully disagrees. 

Claim 1 , as currently amended, provides for "the play list data being used for 
controlling a reproducing process of the moving image stream recorded on the 
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recording medium so as to inhibit reproducing of the preceding moving image signal 
and the succeeding moving image signal, and reproduce the main moving image 
signal." (Emphasis added.) (Amendment, p.3) 

However, claim 6 provides "the play list data being arranged to controlling a 
5 reproducing process of one moving image stream so as to inhibit reproducing of moving 
image signals of a first predetermined period from a head of the moving image stream 
to the recording start instruction and a second predetermined period from the recording 
stop instruction to an end of the moving image stream, and reproduce a moving image 
signal of a period other than the first and second predetermined periods in the moving 

10 image stream, said recording means recording the play list generated by said 

generating means on the recording medium." (Emphasis added.) (Amendment, p.4-5) 

This distinction in amended language is critical, for the language of claim 1 
pertains to a function of the play list data, as differentiated from the language of claim 6, 
which provides a structural limitation of the play list data. As to claim language that 

15 discusses the use of the play list data, apparatus claims must be structurally 

distinguishable from the prior art, thus while features of an apparatus may be recited 
either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function. In re Schreiber, 128 F.3d 
1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997); MPEP § 2114. Therefore, 

20 as amended claim 1 and previously allowed claim 6 do not claim the same features, it is 
maintained that the McKain reference in view of the Johnson reference continue to 



Application/Control Number: 10/058,432 Page 4 

Art Unit: 2612 

teach the structural limitations of the apparatus of claim 1 (please see the 103(a) 
rejection to claim 1 infra .) 

Regarding claims 4 and 5 , each depend either directly from or indirectly from 
independent claim 1 , and thus inherit all the limitations of independent claim 1 . 
5 Consequently, the Examiner respectfully upholds the 35 U.S.C. § 103(a) rejections to 
claims 4 and 5 based on their dependence and as they relate the foregoing response to 
arguments regarding claim 1 . 

Regarding claim 12 , Applicant submits that there is no teaching in the McKain 
reference of generating a play list data according to the recording operation of the 
10 moving image data and of updating the play list data in response to recording of a new 
image stream (Remarks, p. 9-10.) The Examiner respectfully disagrees. 

The McKain reference is found to generate a play list data according to the 
recording operation of the moving image data by said recording means, in teaching that 
a clip is assigned a number as it is recorded (p. 15 Table I, p. 14 lines 13-16, p. 15 lines 
15 1-4.) McKain is also found to update the play list data in response to recording of a 
new image stream by incrementing the number designating each clip recording and 
automatically organizing each clip in ascending order (p. 15 lines 1-4.) 

Applicant also submits that there is no teaching or suggestion in the McKain 
reference of the play list data being used for controlling the reproducing process of the 
20 moving image stream and updating the play list data so as to reproduce successively 
the main moving image data included in a plurality of moving image streams recorded 
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prior to the new moving image stream and the main moving image data included in the 
new moving image stream (Remarks, p. 10.) The Examiner respectfully disagrees. 

To begin, regarding any claim language relating to the play list data being "used 
for", please refer to response of claim 1 supra . 
5 Next, as to said generating means updating the play list data so as to reproduce 

successively the main moving image data included in a plurality of moving image 
streams recorded prior to the new moving image stream and the main moving image 
data included in the new moving image stream, again, McKain is found to update the 
play list data by assigning an incremented clip number to the clip as it is recorded, with 
10 the clips being automatically organized in ascending order (col. 15 lines 1-4.) McKain is 
also found to update this data so that image data is reproduced in successive order to 
that which has been recorded prior to the latest or current image data (p. 15 Table I.) 

Based on the foregoing, the Examiner respectfully stands behind the 35 U.S.C. § 
102(b) rejection to claim 12 as being anticipated by McKain et al. (WO 96/26600). 

15 

Claim Objections 

Claim 1 is objected to because of the following informalities: there is insufficient 
antecedent basis for the limitation "said recording means" (Amendment, p. 3 2.) 

Claim 12 is objected to because of the following informalities: the term "stream", 
20 as in "a plurality of moving image stream" should be in the plural form (Amendment, p. 6 
116.) 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

5 (b) the invention was patented or described in a printed publication in this or a foreign country or in public 

use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 12 is rejected under 35 U.S.C. 102(b) as being anticipated by McKain et 

10 al. (WO 96/26600). 

Regarding claim 12 , McKain teaches a recording apparatus comprising input 
means for inputting a moving image signal (fig. 1 indicator 22), instruction means for 
instructing a recording start and a recording stop (camera trigger, p. 23 lines 5-14), 
recording means for recording onto a recording medium a moving image stream 

15 including main moving image data inputted in a period from the recording start 

instruction to the recording stop instruction (p. 9 line 32 - p. 10 line 4, p. 25 lines 28-32), 
and generating means for generating play list data according to the recording operation 
of the moving image data by said recording means, said generating means updating the 
play list data in response to recording of new moving image stream so as to reproduce 

20 successively the main moving image data included in a plurality of moving image 

streams recorded on the recording medium prior to the new moving image stream and 
the main moving image data included in the new moving image stream (col. 15 lines 1- 
4, p. 15 Table I.) 



25 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
5 forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 

the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10 Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

McKain et al. (WO 96/26600) in view of Johnson et al. (US 6,163,338.) 

Regarding claim 1 , McKain is found to teach an apparatus comprising input 
means (fig. 1 indicator 22), instruction means for instructing a recording start and a 
recording stop (camera trigger, p. 23 lines 5-14), a recording medium interface (p. 9 line 

15 32 - p. 10 line 4) adapted to record on a recording medium (fig. 4 indicator 99) a period 
from the recording start instruction until the recording stop instruction, and a period 
before the start of recording which is appended to the succeeding data recorded based 
on a standard start operation (p. 25 lines 28-32), and generating means (p. 17 lines 9- 
10, indicating list generation; p. 15 Table I) for generating play list data according to the 

20 recording operation of the moving image signal. However, McKain is not found to teach 
recording succeeding moving image data after a recording stop instruction. 

Nevertheless, Johnson is found to further teach recording of data before and 
after a triggering event to provide additional information temporally related (col. 5 lines 
39-50.) It would have been obvious for one of ordinary skill at the time of the invention 

25 to include the concept of pre and post event recording as taught by Johnson, within the 
functionality of a recording apparatus, which already included pre-event recording, as 
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taught by McKain, in order to create a recording apparatus that recorded image data 
immediately before a recording start designation, as well as immediately after a 
recording stop designation. One of ordinary skill in the art at the time of the invention 
would have been motivated to combine these teachings in order to allow for the 
5 acquisition of data related to, and in addition to, the data intentionally acquired during 
the originally determined recording period (from start instruction to stop instruction); 
data which may later be considered useful. One example of this usefulness would be 
applied to the case of an earthquake recording opportunity; in which a user did not 
trigger a recording start until after the initial indications of a recording opportunity began, 

10 such as when the user reacts to the start of an earthquake, and is followed by a 
triggered recording stop, only to find that the recording opportunity was not actually 
over, such as an aftershock of the earthquake. 

As to the claim limitations in which the play list data being used for controlling a 
reproducing process of the moving image stream recorded on the recording medium so 

15 as to inhibit reproducing of the preceding moving image signal and the succeeding 

moving image signal, and reproduce the main moving image signal, while features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 

20 1 997.) The instant references teach the structural limitations of the apparatus as cited 
above, and therefore meet the claim limitations as recited. 
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Regarding claim 4 , McKain and Johnson teach all the limitations of claim 1 (see 
the 103(a) rejection to claim 1 supra ) including a teaching by McKain regarding an 
apparatus wherein said recording medium interface records the play list data generated 
by said generating means on the recording medium, said recording medium interface 
5 reproducing the moving image stream according to the play list data recorded on the 
recording medium (p. 14 lines 14-16 and lines 20-21; col. 24 lines 16-32; p. 21 lines 26- 
27.) 



Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over McKain 
10 et al. (WO 96/26600) in view of Johnson et al. (US 6,163,338), in further view of Matsui 
et al. (US 6,674,955.) 

Regarding claim 5 , McKain and Johnson teach all the limitations of claim 5 (see 
the 103(a) rejection to claim 4 supra ), including teaching control means for controlling 
said recording medium interface and said image processing means so as to reproduce 
15 the preceding moving image signal or the succeeding moving image signal from the 
recording medium ('600 - p. 7 lines 6-7; p. 14 lines 13-19; p. 24 lines 22-23.) However, 
neither McKain nor Johnson are found to teach image processing means for executing 
effect processing on the moving image signal reproduced from the recording medium, 
or control means that execute effect processing for the reproduced preceding or 
20 succeeding moving image signal according to effect reproducing designation. 

Nevertheless, Matsui is found to teach an apparatus including image processing 
means for executing effect processing on reproduced moving image data (fig. 3 
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indicator 3; col. 12 lines 9-12), and control means (fig. 4 indicator 3A; col. 13 lines 8-16, 
indicating control via CPU), wherein said control means controls a recording medium 
interface and said image processing means (col. 12 lines 18-26), so as to reproduce 
moving image signals that precede and succeed the designated moving image signal 
5 from the recording medium (col. 12 lines 23-26; col. 43 lines 44-52), and execute effect 
processing for the reproduced moving image signals according to effect reproducing 
designation (figs. 31 B and 37B.) It would have been obvious to one of ordinary skill in 
the art at the time of the invention to include the image processing means and effects as 
taught by Matsui, within the apparatus as taught by McKain and Johnson, in order to 

10 create an apparatus which not only reproduces successive moving image signals, but 
also includes transitional effects as a segue from one moving image signal to the next. 
It would further have been obvious to employ additional time, both preceding and 
succeeding the designated start and stop of the moving image signal, as provided 
above, in order to achieve the transitional effect without impinging on any of the 

1 5 operator designated range of the moving image signal; the transition coinciding with an 
already present predetermined time before a designated start of a moving image signal 
and concluding with an already present predetermined time after a designated stop of a 
moving image signal. 



20 
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Allowable Subject Matter 
Claims 6-10 are allowed. 

Regarding amended independent claim 6 , the prior art is not found to teach or 
fairly suggest, in combination with the existing elements of the present claim as 
5 currently amended, play list data being arranged to control a reproducing process of 
one moving image stream so as to inhibit reproducing of moving image signals of a first 
predetermined period from a head of the moving image stream to the recording start 
instruction and a second predetermined period from the recording stop instruction to an 
end of the moving image stream, and reproduce a moving image signal of a period 
10 other than the first and second predetermined periods in the moving image stream, said 
recording means recording the play list generated by said generating means on the 
recording medium. 

Regarding claims 7-10 , the prior art is not found to teach or fairly suggest, limitations of 
claim 6 from which dependence is derived (see claim 6 supra .) 

15 

Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary C. Vieaux whose telephone number is 571-272- 
7318. The examiner can normally be reached on Monday - Friday, 8:00am - 4:00pm. 
20 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, NgocYen T. Vu can be reached on 571-272-7320. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
5 For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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